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IN THE

DniteJ States Circiit Conrt of Appeals
• FOR THE

NINTH CIRCUIT.

IN ERROR TO THE CIRCUIT COURT OF THE UNITED STATES,

NINTH JUDICIAL CIRCUIT,

NORTHERN DISTRICT OF CALIFORNIA.

MARIE E. CHAUCHE,
Executrix, et al.,

Plaintiff's in En-or, Vj^^j 2G4
vs.

A. S. PARE,
De/endiuH in Error.

BRIEF FOR DEFENDANT IN ERROR.

(The parties are referred to as they were in the lower

court—plaintiff and defendant.)

Defendant's assignment of error has nineteen specifi-

cations. He abandons No. 17 (defendant's brief 12).

I.

1 and 6 involve the question whether the plaintifl"

could properly testify as to matters of fact which oc-
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curred before the death of the deceased defendant

a£;ainst whom the demand had originally existed

(defendant's brief 12).

Defendant's brief, pages 14-17. contains a labored argu-

ment in favor of this contention but it merits little con-

sideration. His California cases, Blood v. Fairbanks,

50 Cal., 421; and J/oore V. Schofiehl, 96 Cal., 486, may

be good law for the State courts but they are not in point

here for the reason that federal courts are governed by

Section 858 U. S. Revised Statutes. Defendant quotes

at length in his brief, page 15, this very section which

overthrows him and. consequently, it need not be re-

peated here. Goodwin v. Fckc, 129 U. S. 631, holds that

the U. S. Courts must adopt the federal instead of the

State law on the subject, and says:

*• As to the last clause of the section (858 Rev. Stat.

U. S.) which makes the laws of the State the rules of

decision as to the competency of witnesses in the courts

of the United States, ' in all other respects ' means ' in

all other respects ' than those provided for in so much

of the section as precedes the word * provided ' and does

not qualify the clause which forms the proviso."

To the same effect Potter v. National Rmlc, 102 U. S.

163: Crawford \. Moore. 2S Fed. Rep. 825.

The prohibition of the section does not apply where

the material transactions about which the party to the

suit testified were not transactions with the decedent

but with another.

Goodwin V. Fox, 129 U. S., 631.
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This is exactly in point because plaintiff in the case at

bar testified only to transactions with Lille and not with

the decedent, Chauche.

None of the cases in the federal courts are in point

which are cited by defendant, viz : Robinson v. Mandell,

3 Cliff, 169; 20 Fed. Cas. 1027; Rhode Island Go. v.

Hazard,^ Fed. Rep. 119; Berry v. Snwyer, 19 Fed. Rep.

289; Mataal L. 1. Co. v. Watson, 30 Fed. Rep. 653; for

the reason that they all without exception relate to testi-

mony as to a transaction with or statement by the dece-

dent, and for that reason do not touch this case at all.

II.

The Main Question.

Specifications 2, 3, 4, 5, 7, 16 and 18 raise the question

whether plaintiff obtained title to Lille's patent, or a

sufficient interest therein to maintain this suit, by virtue

of the instrument of August 21, 1886, made by and

between A. Pare, Lille's attorney in fact, and the plain-

tiff, and the ratification thereof by Lille by correspond-

ence and by his conduct.

Defendant plants himself on an ancient and obsolete

technicality and contends that because the instrument

was notexecuted in the name of the principal, it was

void, although he does not pretend to deny that it is

perfectly apparent from the paper itself that A. Pare

intended to execute it for Lille and as his attorney.

This is the main question in the case.

Of the specifications above referred to, No. 16 relates

to the admission of that instrument in evidence. 2, 3,
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4, 5 and 7 relate to the admission of the letters showinsr

ratification. 18 refers to an instruction of the court to

the jury relating; to the operation of Lille's letters as a

ratification.

The factors of prime importance are the power of

attorney, the conveyance, and the letters showing ratifi-

cation.

The following extracts are made as being the parts

bearing upon this controversy.

(a) The Papers in the Case.

From the power of attorney, "To whom (the attorney)

he (Lille) gives power for him and in his name to pro-

mote or advance in every part of America every inven-

tion patented by the grantor for fruit pressing machines."

Also, to '•' Transfer all license for the time which the

attorney will advise " provided certain specified royalties

are reserved. " To give up and transfer every and all

patents relating to said pressing machine to such parties

as the attorney may elect, but at prices, charges, clauses

and conditions agreed on and approved by the grantor
"

" However, it is understood that the said Lille's consent

and approval will follow sufficiently either from a letter

or from a telegraphic dispatch addressed by him on re-

ceipt of notice." "It is understood that the grantor re-

serves the right of approving the sales only when the

cession of patents is concerned, and not for the cession of

license, wiiich the attorney shall have full power to make

under the conditions above stipulated." " To write and

sign every contract or verbal process, elect residence,
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substitute and do all that is generalh' done." (Record

29-31.)

The conveyance recites the issuance of the letters pat-

ent by description and .patent oflfice number to Lille, say-

ing " as will more fully appear hy reference thereto," and

the power of attorney from him to A. Pare, saying "as

will more fully appear by reference thereto," and contains

the following: " the said part}^ of the first part (the attor-

ney) d( th give and grant unto said party of the second

part (the plaintiff) his executors, administrators and as-

signs the exclusive liberty, license, power and authority to

make, use and sell within and throughout the United

States, during the remainder of the term for which the

said letters patent are granted, the said invention—im-

provement in wine or fruit presses—upon the terms and

conditions herein contained."

Then follows in the conveyance an agreement by the

plaintiff to pay the patentee and his attorney all the roy-

alties provided for in the power of attorney, with exactly

the same stipulations concerning them as those contained

in the power of attorney. (Record 34-35.

)

Legal Points on Fornn of Papers.

Defendant's brief, 20-23, argues that the conveyance is

void because not in the name of the principal, and cites

Cal. Civil Code, Sec. 1095.

This is not in point because it is confined to deeds of

real property.

A patent is personal property and but for U. S. Rev,

Stat., Sec. 4898, could be conveved bv parol. 2 Robin-
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son on Patents, Sec. 768, no. 2; Springfield v . Drake, 58

N. H., 19.

An assignment of a patent is a sale of personal property;

2 Robinson on Patents, Sec. 763, n. 2 ; Ilolden v. Curtis,

2 N. H., 61.

A seal is not required 2 Robinson on Patents, Sec. 768;

Gottfried v. MiUer, 104 U. S., 521; Van Ostrand v. Reed,

1 Wend. (N. Y.), 424.

The unnecessary addition of seals to an instrument (as

was done in the conveyance in question) may be construed

as surplusage and disregarded. 1 Am. & Eng. Ency. of

Law, 303. (7ooA- V. (j/r/?/, 133 Mass. 106. See also 5/anc/i-

ardy. Blackstone, 102 Mass. 343; Schinertz v. Shreeve, 62

Pa. St. 457 ; Parviance v. Sutherland, 2 Ohio St. 478
;

Hitman v. Cunife, 32 Mo. 316; Stowell v. Eldrid, 39

Wis., 614; Eoam v. Wells, 22 Wend. (N. Y.) 285;

Dickerman v. Ashton, 21 Minn. 538.

No particular form for assignment of patent is- pre-

scribed. 2 Robinson on Patents, Sec. 763 and n. 1, and

cases cited ; Siehert v. Biggs, 32 Fed. Rep. 790.

The trule rule is found in Cal. Civil Code, Sec. 2337,

" An instrument within the scope of his authority hy

which an agent intends to bind his principal does bind

him if such intent is plainly inferable from the instru-

ment itself." Shaver v. 0. M. Co., 21 Cal. 46.

An assignment of an interest in an invention is a con-

tract to be construed as other contracts. Gould v. Tucker s

notes on U. S. Rev. Stat. Sec. 4898 (the section prescrib-

ing the manner of assignment); Nicholson v. Jenkins, 14

Wall. 452.
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In Union S. & S. Co. v. Johnson R. S. Co., 61 Fed. Rep.

943, the Circuit Court of Appeals says :
" It is urged

that Yeoman's (the attorney in fact's) contract with de-

fendant is fatally defective, because the paper witnessing

it is not in Cheeswright's (the patentee's) name. The

paper recites the power of attorney and is made in pur-

suance of it. (As in case at bar). This objection is purely

technical, without color of substance. Rarely has the

doctrine been applied in modern times to a case where the

instrument bore evidence that it was executed in pursuance

of the power without the court being called upon to ex-

cuse itself for doing so."

Lcrve V. S. N. L. W. & M. Co., 32 Cal. 654, says of a

mortgage under seal: " We consider it clear, from the

authorities, that it is not indispensable in order to bind

the principal at laic even, that such contract should be

executed in the name and as the act of the principal.

On the contrary it will be sufficient if upon the whole

instrument it can be gathered from the terms thereof

that the party describes himself and acts as agent, and

intends thereby to bind his principal and not to bind

himself, citing Haskell v. Cornish, 13 Cal. 221. To the

same effect Gerdes v.Moodf/, 41 Cal. 335.

Where it appears from the instrument that the agent

acted for the principal, the signature of the agent's name

alone, without any expression of his agency, will not

make it his instrument, but bind the principal: 1 4m.

and Eng. Ency. of Law, 387: McDonough v. Temjdeman,

1 Harr. & J. (Md.) 156; S. C. 2 Am. Dec. 510; Key v.

Parnham, 6 Harr & J. (Md.)41^'; Warner v. Moioer, 11
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Vt. 385; Hophbis v. Mehiffu, 11 S. & R. (Pa.) 126;

Ahrams v. Musgrove, 12 Pa. St. 295; Parniton v. Secu-

rity etc. Co., 72 Me. 32; Nohleljoro v. Cim% 68 Me. 87;

S. C. 28 Am. Rep. 22; Daufjhlrey v. Knolle, 44 Tex.

450.

Where a deed stated it was made by a corporation and

no agency mentioned, held signature by president as

president did not make it his deed, but that of the cor-

poration: Gottfried V. Miller, lOi U. S. 521.

Where the owner of a patent consents in writing to

its transfer by another it is as good as if the transaction

were made by him: 2 Robinson on Patents, Sec. 763;

Sherman v. Oliamplain T. Co., 31 Vt. 162.

The foregoing answers defendant's claim that the con-

veyance to plaintiff was void.

As to his authorities that a void deed is incapable of

ratification, the only reply necessary is that they may be

good law, but they are not in point.

The Conveyance not a License.

Defendant (brief, 38-39) contends that plaintiff's

rights, if any, under the conveyance are those of a

licensee merely, and that a licensee cannot sue in his own

name.

The U. S. Supreme Court is of a different opinion. In

Waterman v. Mackenzie, 138 IJ. S. 255, they hold: "A

grant of an exclusive right to make, use and vend the

patented machine is an assignment, and gives the grantee

the right to sue in his own name for an infringement."

"The fact that an assignee must account and pay a
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royalty does not make him a mere licensee": 2 Robinson

on Patents, Section 764; Littlefield v. Perry, 21 Wall.

205, 7 0. G. 964.

A. clause of forfeiture for non-performance does not

show that the assignee is a mere licensee: 2 Robinson on

Patents, Sec. 764.

Lille's Approval not Necessary.

Defendant contends (brief, page 23) that the alleged

assignment, even if it had been properly executed, was

voidable until its conditions were approved by Lille.

Those condition.s, including the exact terms of the

Yoy^My, were prescribed in advance by the power of at-

torney, and were followed exactly, even using the pre-

cise language of the power in the conveyance to the

plaintiff.

This is not a case of a contract so defective as to re-

quire ratification. If an3'thing was required for its com-

pletion it was the approval of Lille of the prices, terms

and conditions of the sale, but as those were exactly

whiit he had prescribed in his power of attorney, even

that was not necessary.

Such an approval was evidently n*ot contemplated by

the power of attorney except where there was a sale of

the patent for a lump sum without reservation of roj'-

alty. If the proper royalty was reserved the attorney

could dispose of the patent to such an extent as he might

deem best, and no approval was necessary. This is the

evident intent of the instrument.
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(b) The Facts Regarding the Ratification.

If ratification was necessary, there is ample evidence

of it in the record.

PlaintiflF testified (Rec. 39): "I kept Lille acqiiaitited

with all that I was doing."

In letter Xo. 1 (Rec. 41) of Sept. 20, 1886, A. Pare,

the attorney in fact, wrote to his principal Lille. After

stating that he had had a machine constructed and

advertised, and that he had incurred considerable debts

in so doing, expecting money from Lille, which he had

asked for by letter but had not received, he says :
" I

made up my mind and wrote to my brother " (the plain-

tiff) •' and explained to him the situation. I told him

that if he was not to give me the money required I was

to abandon this business. He immediately sent me the

funds and later on I made him consent to buy the license,

at the price and conditions mentioned in your power of

attorney."

In letter No. 2 (Rec. 43) of December 28th, IS8G, Lille

wrote to plaintiff. He first speaks about the duration of

the patent and then says :
" If I had taken my patent in

the United States at first, the duration might have been

of 17 years, but nevertheless you will have the privilege

at the expiration of the patent to possess all the relation

for the manufacture of my system and you will receive

as m the past the orders; in one word, there is an infalli-

ble prospect, there is onl}- to manufacture on a large

scale—for this, if necessary, organize a small company,

because to make money the cash must not be wanted.

If you pay cash yowv fouruisseitrs will allow you great re-
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duction. In this enterprise there can be no risk, first,

because you are the only one who has the right

to exploiter my system in the United States.

On the other hancj, suppose you would have had manu-

factured 150 presses more than the trade (tailed for.

These presses would have the same value next year.

You would have more interest the difference by paying

cash. At the same time you will have the advantage to

fill the orders which is very important, as one machine

sold in one place might provoke the sale of a large num-

ber. You might send one to all your agents as a sample,

so that they can show its advantages to their customers.

It is certain that these machines, as sample, will bo

quickly sold, but ijonr agents must keep the apparatus

until advantage. In doing so, the machines would be

sold and used at the same time as sample.

In letter No. 3 (Rec. 51) of April 23rd, 1887, plaintiff

writes Lille. He begins by saying that he is at Tulare

6)1 route to San Fr;incisco in order to take the necessary

means for the manufacturing of the machines (defendant's

former residence was Chicago and he was on his way to

take up his residence in San Francisco to attend to this

business). He further says :
" I have no definite plans

for the manufacture of the machines, most probably will

have them made by different manufacturers. Kindly

tell me how many notches to put on the nut ' F ' for each

machine." He then goes on to ask further information

as to how to manufacture the machines and says, in

closing, " I enclose two drawings to give you an idea of
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the manner we are going to make the machines this

year. Tell me what 30U think of it."

In letter No. 4 (Rec. 45) of Oct. 21, 1888, Lille wrote

to plaintiff: "I send you herewith the duplicate of a let-

ter which I send today to the address below, concerning

a lawsuit which yoii have instituted against Toulouse and

Delorieux. 7 believe you <ire i/i the rkjht.

" Duplicate.

''- Mr. Graf."

(The first page of this letter is devoted to a discussion

of whether the system of Toulouse and Delorieux, the cli-

ents of Mr. Graf, is identical with that invented by Lille).

He then says: "Now, then, if these gentlemen wish to

continue to build similar machines, all they have to do is

to suppress the pieces I have pointed out, or else enter

into an agreement ?«A^/i Mr. Pare, my licensee in the United

States, for the development of my system of presses. The

latter may make arrangements with several manufactur-

ers, assigning to each a special territory. This is, sir,

what my licensee is entitled to have your clients observe

strictly, and failing to do which lie must prosecute them

to the full extent of the law."

In letter No. 5 (Record 53) of Oct. 31, 1888, Lille wrote

to plaintiff. He first speaks about the suit mentioned in

the preceding letter, and about his sending plaintiff the

duplicate of the letter sent to Graf, and then offers to

make a wager of 10,000 francs with Toulouse and Delo-

rieux that their system is not as good as his, and that if the

wager is accepted he will go from his home in France to
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San Fi'cUicitico. He speaks of consulting certain men

with reference to disputed points in the patent, and says

that he sends phiintiff their views, and says that phiintiff

can call upon them for proof. He says: ''If you will

believe so ask them the proof, if it is for that reason that

you brought the law suit." He further says: "Asforth^^

power of attorney, I have looked it over and see that you

have the right to make in general all necessarj' proceed-

ings. Consequentl}', it is useless for me to make such a

trip. I will go only later on, or if you wish to give up the

license I will take it back."

In letter No. 6 (Rec. 56) of Dec. 20, 1888, (the year is

erroneously printed in the record as 1883,) plaiutif!" writes

to Lille, and first speaks of exhibiting the machine at the

kSan Francisco Fair and, next, of his coming pretty near

organizing a stock company for manufacturing the ma-

chines in large quantities, and then of his learning that

Toulouse and Delorieux were manufacturing machines

cheaper, and that he considered it a good policy to keep

on friendly terms with them for the present. He then

says :
" But no sooner the United States decide in my

favor /shall no more be friendly and 7 will let them know

my mind, also the three other manufacturers who are in-

fringing.'' He then goes on to say that there is a legal

point of which he is much afraid, and that is that Lille,

having obtained his patent in Denmark for five years only,

it would cause the United States' patent to expire at the

same time. He further says: '• /would be very unfortu-

nate if the Court should decide against ???e upon this point,

as no appeal could be made." He also says : " As for
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the mistakes in your patent which I have mentioned, if /

should lose m?j case, it would he an easy matter to appeal

the case." He also says: ''I sold five ma hines;" also:

*'If the fire had not destroyed our shop, I would have

sold as many as last year."

In letter No. 7 (Rec. 59) of Feb. 2, 18S9, Lille writes

to plaintiff in answer to the last letter, namely that of

Dec. 20, 1888. He first speaks about the contingency of

Toulouse and Delorieux "breaking" his patent, and

again of the expiration of the Denmark patent, and then

says: "It would be better for these gentlemen to come

to an understanding with yoaiov the manufacture of my
machine." He further says: "I again repeat it ; if you

doubt the decision of the court is against you speak to

these gentlemen."

This correspondence shows conclusively that Lille

knew that the so-called " license " of plaintiff was an ex-

clusive license for the whole United States for making,

using and selling the machine during the life of the patent;

that plaintiff was bringing suits for infringement in his

own name as the owner, and also knew that plaintiff was

spending money in manufacturing machines, advertising,

and prosecuting infringers, and that Lille not only ap-

proved but encouraged plaintiff, and urged him to spend

more money in the same direction.

It is evident that the parties throughout the corre-

spondence used the word " license " and " licensee in the

United States' as applied to plaintiff loosely, but in the

sense that he had the exclusive license in the United

States to make, use and sell and prosecute infringers
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in his own name, and to settle the suits as he deemed

best.

There was evidently an understanding by both Lille

and plaintiff that the conveyance vested in plainiifT the

exclusive right to the monopoly of the patent, and that

all the interest that Lille had left in it was the right to

demand his royalt}^ according to the agreement.

Law Points Regarding the Ratification.

An unauthorized act by one assuming to be an agent

for another may be ratified by the principal, and such

ratification gives to the act the same effect as if it were

previously duly authorized : Ilynn v. D. M. & S. L. R.

Co. 63 Iowa, 495; 1 Am. & Eng. Ency. of Law, 429,

citing numerous cases; Mechem Agency, sec. 112.

Ratification may be implied by the form of action in

the prosecution or in the defense of suits relating to the

subject matter of the agency: 1 Am. & Eng. Ency. of

Law, 439, citing numerous cases.

The person who undertakes to ratify must do so with

knowledge of all material circumstances, or tvith an in-

tent to take all Uahilitij ivlthout such knowledge: 1 Am.

& Eng. Ency. of Law, 432, citing a long line of cases.

Ratification is implied by authorizing the prosecution

of suit based upon the instrument the validity of which

is questioned as being an unauthorized act of agent:

Frank v. Jenkins, 22 Ohio St. 597; Cartridge v. White,

59 Me. 564.

A principal is bound to disavow the unauthorized act
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of his agent within ji reasonable time after the fact comes

to his knowledge ; otherwise, in many cases, he makes

the act his own, as where the silence of the principal

might cause a loss to third persons, or might result from

a desire to speculate on the chances of profit, or where

the principal would, in fact, gain an advantage by his si-

lence. In these and like cases the principal must act

promptly and disavow, or he ratifies the transaction: 1

Am. & Eng. Ency. of Law, 439, citing a long line of de-

cisions (nearly a hundred cases).

Where principal remained silent four years held a

ratification. Alexander v. Jones, 64 Iowa 207.

A forged assignment of a patent may be ratified in

2Kiis. 2 Robinson on Patents, Sec. 768; Camj^hell v.

James, 17 Blatchf. 42, 18 0. G. 979, 4 Barn. & A. 456.

If a principal ratifies and adopts the agent's nets, even

for a moment, he is bound by them, and can no more

deny the agent's authority. 1 Am. & Eng. Ency. of Law

434 and cases cited.

The true test of whether the plaintiflf is entitled to bring

this suit is, Will a judgment in favor of plaintiff

be a bar to any suit that Lille might hereafter

bring against defendant for the same infringe-

ment?

If Lille, or any one representing him, should bring such

an action, it would be held that Lille's correspondence

and actions amounted to an estoppel and would pre-

clude Lille from denying the validity of the conveyance.
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It wzs not necessary that a copy oi the conveyance

should be sent to Lille.

However, Lille's letter (Rec. 56) seems to indicate that

he had looked over the conveyance, or as he calls it in

one line "power of attorney," and in the next "license,"

evidently using them in a careless way interchangeably.

The case of Poj^e v. J. K. Armsby Co. in the Cal. Su-

preme Court, decision filed Jan. 30th, 1896, reported in

"Cal. Decisions" of Feb. 7th, 1896, Vol. XL No. 701.

is directly in point. One Willis made a contract in writ-

ing May 19th, 1894, as defendant's agent to purchase

plaintiff's fruit. On May 25th, 1894, before delivering

fruit, plaintifl" wrote defendant saying that he had a con-

tract for the sale of his fruit to defendant with signature

of defendant by Willis as agent, and asking if Willis was

its agent, and if the contract was correct, but not giving

a copy of the contract, or its particulars. Defendant re-

plied May 26th, 1894, saying that Willis had bought

some fruit on their advice but they were not aware he

had bought in their name. They would handle it, how-

ever, and thought there was no question on the money

part of the transaction. The writer expected to visit

plaintiff's section within a week and would arrange the

matter satisfactorily with plaintiff then. When plain-

tiff brought suit, defendant claimed that Willis had no

authority to make the purchase.

Contract held binding. Court says, " It is said de-

fendant's letter was not a ratification because it was not

written with a perfect knowledge of the transaction;

that the terms of the contract were not stated in plain-
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tiff's letter, and they were not known to defendant when

the letter was written." " It was clearly the duty

of defendant, if it did not know the terms or

the purport of the contract to inform itself

thereof before writing as it did if it did not

wish to be bound thereby. It woidd have been a

very easy thing to have ashed 2>lciintiff to send it a copy of

the contract before replying to his inquiry, and 7iot to

have take?! this simple precantion v)as negligence on its

ptart, and 2^rechides it from denying the effect of its assur-

ances to pjlaintitf, which induced the latter to proceed and

deliver his fruit under tvhat he had a right to suppose y)as

a valid contract. Citing Scott v. Jackson, 89 Cal. 262.

The general rule is that: "Where a person by word

or conduct induces another to act on a belief in the exist-

ence of a certain state of facts, he will be estopped as

against him to allege a different state of facts." 7 Am. &

Eng. Ency. of Law 19.

Bigelow defines estoppel in pais to be a right arising

from acts, admissions or conduct which have induced a

change of position in accordance with the real or appar-

ent intention of the party against whom they are alleged."

Bigelow on Estoppel, 4th ed. 445." Pope v. J. K. Armshy

Co., Cal. Supreme Court, supra.

The uncontradicted evidence establishes beyond ques-

tion all the facts necessary under the rules above laid

down to constitute an estoppel.

Lille writes plaintiff in letter No. 2 (rec. 43) that he is

the only one who has the right to exploiter his system in

the United States. His letter shows what he means by
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the word exjploiter. He urges plaintiff to manufacture

and sell through plaintifl 's agents in different parts of the

country, to make a large lot of machines, 150 more than

the trade called for. lie says, '' In doing so, the

machines would be sold and used at the same time as

sample." That is thej could be exhibited in operation.

He desired plaintiff to exploit the system, In other

words to get out of it all he could by making, selling and

using the machines in every way he could to advantage.

Lille's motive of course was to get plaintiff to push the

business as mucli as possible so as to increase his own

—Lille's—royalties. Lille writes plaintiff in letter no. 4

(rec. 46) that he wrote Graf that plaintiff might make

arrangements with different manufacturers, assigning

them different parts of the United States.

Attention is called in passing to the fact that liere we

have a recognition of plaintiff's exclusive rigid to make,

use and sell throughout the United States, all the ele-

ments required to constitute an assignment, as we have

seen before.

The uncontradicted evidence further shows that the

facts were and that Lille knew that plaintiff moved from

Chicago to San Francisco to "exploit " this business; that

he was spending large sums of money in manufacturing

the machines, getting patterns made for manufacturing,

advertising the machines, trying to make sales of them,

and bringing suits against infringers in his own name as

owner, and that for years he was spending his time in the

work.

It shows further that Lille knew there was a convey-
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ance to plaintiff at the time of it, and from that time on

he addressed his correspondence to phiintiflf, that plaintiff

kept him fully posted as to all he was doing, that though

Lille never asked for a copy of the contract, he could have

undoubtedly gotten it or any other particulars at any

time by simply asking. It shows further that he never

objected to what plaintiff was doing, or expressed any dis-

satisfaction, because the plaintiff brought the suits in his

own name as owner, or at an3^thing; but, on the contrary,

that Lille approved and encouraged plaintiff and urged

him to spend more money in the same direction.

If these facts do not constitute estoppel under the law

as above laid down, it is difficult to see what would.

in.

Minor Points.

Specification 8 has no merit. The question was entirely

immaterial asking plaintiff why on June 25th, 1892, Boone

signed his name as Boone, attorney for Lille. The rights

of Lille and plaintifl under the conveyance of August 21st,

1886, had become fixed long before, and this could not

affect them.

Specification 9. The question was immaterial as to

why plaintiff in a letter to Lille December 20th, 1888,

used the expression, " your patent," saying when the court

decides the validity of 3^our patent, I will pay the royalty-.

It is perfectly apparent that he used the expression in the

sense of Lille's invention, and Lille evidently so under-

stood it, for after the letter of Feb. 2, 1889, he wrote
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plaintiff telling him that Toulouse and Delorieux, whom
plaintiff was then prosecuting for infringement, "had bet-

ter come to an understanding with you" (the plaintiff.)

In any event, the status of plaintiff's title for good or

ill had been settled before this time and this could not

affect it.

Specifications 10, 11 and 12 relate to alleged evidence

given by plaintiff in what defendant's counsel calls in his

question " the case that was tried in the State Court."

(Rec. p. 63).

The record does not disclose what case is referred to,

nor whether it had a material, or any, bearing upon this

case. The evidence was therefore properly excluded.

The point sought to be brought out was plaintiff's al-

leged testimony in that case that no copy of the convey-

ance was ever inclosed in any letter to Lille, but it was

not necessary that there should have been, under the rul-

ing of the California Supreme Court in the case of Poj^ew.

Armshy already cited. Hence the questions were imma-

terial.

Specification 13. The bill of complaint in Lille v.

Toulouse and Delorieux^ filed February 9, 1889, could

have no weight to affect plaintiff's title, the status of

which had become fixed long before.

Specification 14 relates to the overruling of the objec-

tion to the question :
" Was the title to the patent pre-

sented to the court or passed upon, in that case?"

The judgment roll in the case referred to. Pare v. Tou-

louse et al. is not properl)i in evidence in this case because

it was not pleaded by defendant in this case. See to this

effect Blood v. 31<ircuse, 38 Cal. 595.
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It would be manifestly unjust under the circumstances

not to allow plaintiff to show that it was not a decree on

the merits after trial, but was merely intended on both

sides to be a dismissal to allow plaintiff's counsel to per-

fect the parties, and meant to be a dismissal without

prejudice.

The same remarks will apply to specification 19, com-

plaining of the instruction of the Court on this subject.

As to specification 15, the objection was properly sus-

tained to the assignment of July 26, 1891, to Toulouse

and Delorieux. It was entirely irrelevant, and was no

part of the defense. If the title is not in plaintiff, his

suit would be defeated, and it would make no difference

whether Lille had conveyed to any one else.

Specification 16 has been already discussed in connec-

tion with specifications 2, 5, 7, and 18.

Specification 17, abandoned.

Specification 18, discussed with 2, 5, 7 and 16.

Specification 19 with 13.

On page 41 of his brief defendant fires a farewell shot

by saying: " In a suit against Toulouse and Delorieux,

commenced in the name of Lille and Pare, by the decree

of July, 1890, Lille was declared to be the sole and ex-

clusive owner and holder of the letters patent. (Rec,

85.)

Defendant forgot to add that the very next words of

the decree, in the same sentence which he chopped off so

unceremoniously, probably in a fit of temporary absence

of mind, are : "And that Antoine S. Pare, the other of
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said complainants, has the sole and exclusive right, lib-

erty and license in the whole of the United States to

make, use and sell to others to be used the said inven-

tions and improvements so secured by said letters pat-

ent."

For the reasons heretofore stated the conveyance re-

ferred to assigned the title to plaintiff, and conferred upon

him the right to maintain this action, and, the record

disclosing no error, the judgment sh«)uld be affirmed.

Respectfully submitted,

J. J. SCRIVNER,

M. B. KELLOGG,
Attorneys for Defendant in Error.




